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1. The examiner acknowledges the cancellation of claims 9, 14, 
and 15, and the amendments to claims 1, 10-13, 17, and 19 set 
forth in the amendment filed on May 31, 2 005. Claims 1-8, 
10-13, and 16-19 are pending. 

2 . The examiner has considered the copending applications 
listed on the "List of related cases'' filed in the Information 
Disclosure Statements filed on Mar. 4, 2005, and Jun. 22, 2005. 

3. The objections to the specification set forth in the office 
action mailed on Mar. 8, 2 005, paragraphs 2 and 3, have been 
withdrawn in response to the amended paragraphs beginning at 
page 10, line 16, page 39, line 13, page 56, line 24, and 

page 62, line 6, of the specification, set forth in the 
amendment filed on May 31, 2005. 

The objections to claims 10, 13, and 15 set forth in the 
office action mailed on Mar. 8, 2005, paragraphs 4 and 5, have 
been withdrawn in response to the amendment to claim 10 and the 
cancellation of claims 13 and 15 set forth in the amendment 
filed on May 31, 2005. 

The rejection. of claims 17 and 19 under 35 U.S.C. 102(b) 
over US 5,430,526 (Ohkubo) set forth set forth in the office 
action mailed on Mar. 8, 2 005, paragraph 9, has been withdrawn 
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in response to the amendments to claims 17 and 19 filed on 
May 31, 2005, adding the limitations of a "developing device 
having therein the toner according to claim 1" and a "developing 
device having therein the developer according to Claim 13, " 
respectively. Ohkubo does not teach or suggest a process 
cartridge or an image forming apparatus that comprises a 
developing device "having therein" the particular toner or 
developer recited in instant claims 1 and 13, respectively. 

The rejection of claim 12 under 35 U.S.C. 102(b) over US 
6,326,115 Bl (Nakanishi) set forth set forth set forth in the 
office action mailed on Mar. 8, 2005, paragraph 10, has been 
withdrawn in response to the amendments to claim 12 filed on 
May 31, 2 005, adding the limitation that the method steps 
recited in instant claim 12 makes spindle shaped toner particles 
as recited in instant claim 1. Nakanishi does not teach or 
suggest a method of making such spindle shaped toner particles 
as recited in instant claim 1. 

The rejections of claims 1-5, 8, 11-16, 18, and 19. under 35 
U.S.C. 102(a), over US 2003/0104297 Al (Matsuda) , as evidenced by 
US 6,835,520 B2 (Bando) and under 35 U.S.C. 102(e) over Matsuda, 
as evidenced by Bando, set forth in the office action mailed on 
Mar. 8, 2 005, paragraph 12, have been withdrawn in response to 
the amendments to claims 1, 11, and 12 adding the limitation of 
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now-cancelled claim 9 that the toner has a spindle shape. 
Matsuda does not teach or suggest a toner having a spindle shape 
as recited in the instant claims. Nor is there enough 
information in the reference for a person having ordinary skill 
in the art to reasonably presume that the Matsuda toner 
particles have a spindle shape as recited in the instant claims. 

The rejections of claims 1-8, 11-16, 18, and 19 under 35 
U.S.C. 102(a) over US 2003/0138717 Al (Yagi) , as evidenced by 
Bando, and under 35 U.S.C. 102(e) over Yagi, as evidenced by 
Bando, set forth in the office action mailed on Mar. 8, 2005, 
paragraph 13, have been withdrawn in response to the amendments 
to claims 1, 11, and 12 as described supra . Yagi does not teach 
or suggest a toner having a spindle shape as recited in the 
instant claims. Nor is there enough information in the reference 
for a person having ordinary skill in the art to reasonably 
presume that the Yagi toner particles have a spindle shape as 
recited in the instant claims. 

The rejections under 35 U.S.C. 103(a) of claims 1-7, 11, 
and 13-15 over Nakanishi combined with US 6,080,519 (Ishiyama) 
and US 5,547,802 (Kawase) , and of claims 16-19 over Ohkubo 
combined with (1) Nakanishi, as evidenced by Bando, (2) Kawase, 
and (3) Ishiyama, set forth in the office action mailed on 
Mar. 8, 2 005, paragraphs 15 and 16, respectively, have been 
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withdrawn in response to the amendments to claims 1 and 11 as 
described supra . None of the cited prior art teaches or 
suggests a toner having a spindle shape as recited in the 
instant claims. 

The rejections under the judicially created doctrine of 
obviousness -type double patenting of claims 1-5, 11-16, and 18 
over claims 1-23 of U.S. Patent No. 6,849,369 B2 (Yagi'369) in 
view of Japanese Patent 06-175403 (JP'403), of claims 1-8, 11, 
13, and 15 over claims 1-8 of U.S. Patent No. 6,740,460 B2 

(Tomita' 460) in view of JP' 403, and of claims 1-4, 11, 13-16, 
and 19 over claims 1-14 of U.S. Patent No. 6,824,945 B2 

(Emoto'945) in view of JP'403, set forth in the office action 
mailed on Mar. 8, 2005, paragraphs 18, 19, and 21, respectively, 
have been withdrawn in response to the amendments to claims 1 
and 11 filed on May 31, 2005, described supra . None of the 
claims in Yagi'369, in Tomita' 460, or in Emoto'945 recites that 
the toner has a spindle shape as recited in the instant claims. 

The terminal disclaimer filed on May 31, 2005, disclaiming 
the terminal portion of any patent granted on this application 
which would extend beyond the expiration date of US Patent 
No. 6,852,462 B2 has been reviewed and is accepted. The 
terminal disclaimer has been recorded. Accordingly, the 
rejection of claims 1-4, 9, 11 # 13-16, and 18 under the 
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judicially created doctrine of obviousness -type double patenting 
over claims 1-16 of U.S. Patent No. 6,852,462 B2 (Emoto'462) in 
view of JP'403, set forth in the office action mailed on Mar. 8, 
2 005, paragraph 20, has been withdrawn. 

4. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one ' or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

5. Claim 12 is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 12 is indefinite in the phrase "at least a modified 
polyester (i) capable of reacting with an active hydrogen" 
(emphasis added) for lack of unambiguous antecedent basis. It 
is not clear whether "a modified polyester (i) capable of 
reacting with an active hydrogen" recited in instant claim 12 
refers to the "modified polyester resin" recited in instant 
claim 11, from which claim 12 depends, or to another resin. 

Claim 12 is further indefinite in the phrase "dissolving or 
dispersing a composition, which comprises ... a colorant" 
(emphasis added) for lack of unambiguous antecedent basis. It 
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is not clear whether "a colorant'' recited in instant claim 12 
refers to the colorant comprising carbon black recited in 
instant claim 11, from which claim 12 depends, or to another 
colorant . 

6. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

7. Claims 12 and 17-19 are rejected under 35 U.S.C. 102(e) as 
being anticipated by US 2004/0142265 Al (Tomita) , as evidenced 
by US 6,935,520 B2 (Bando) . 

Tomita discloses a toner comprising a binder resin 
comprising a urea-modified polyester resin and ah unmodified 
polyester resin - low molecular weight polyester 2, an ester wax 
as the releasing agent, and carbon black associated with the 
tradename REGAL 40 OR manufactured by Cabot Co. See 
paragraphs 0210-0215, 0217-0224, 0243-0245; and example 7 in 
paragraph 0246. The toner has a number average particle size 
(Dn) of 3.4 \im and a volume average particle size (Dv) of 
4.0 jam, and a ratio of Dv/Dn of 1.18. The toner has a spindle 
shape which meets the shape limitations recited in instant 
claims 12 and 17-19. See paragraph 0246 and Table 1 at page 22, 
example 7. The values of Dv and the ratio Dv/Dn are within the 
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ranges recited in instant claims 12 and 17-19. The weight ratio 
of the urea-modified polyester to low polyester resin 2 is 
about 0.4. The weight ratio was determined by the information 
provided in example 7 of Tomita. Tomita does not disclose that 
the carbon black associated with the tradename REGAL 4 0 OR has a 
pH as recited in instant claims 12 and 17-19. However, it is 
well known in the carbon black art that carbon black associated 
with the trademark REGAL 400R manufactured by Cabot Co. has a pH 
of 4.0, which is within the pH range of "not greater than 7" 
recited in the instant claims. See Bando, col. 36, line 62-63. 
Accordingly, carbon black associated with the tradename 
REGAL 400R meets the carbon black limitations recited in the 
instant claims. 

The Tomita toner 7 is obtained by: (1) preparing a master 
batch comprising the carbon black and a polyester resin; 
(2) preparing a material solution comprising the ester wax and 
the low molecular weight polyester; (3) forming a pigment -wax 
dispersion by mixing the master batch of step (1) , the material 
solution, and additional low molecular weight polyester; 
(4) mixing the pigment-wax dispersion of step (3) , a prepolymer 
comprising isocyanate groups, which is capable of reacting with 
an active hydrogen to form the urea-modified polyester, and a 
ketimine compound, which has an active hydrogen, in an organic 
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solvent; (5) dispersing the mixture of step (4) in an aqueous 
medium comprising resin particles, while reacting the ketimine 
compound with the prepolymer to form toner particles; 
(6) removing the organic solvent from the dispersion of 
step (5) ; (7) washing the toner particles of step (6) ; and 
(8) drying the toner particles. Paragraphs 0213, 0217-0224, 
0240, and 0244-0246. The Tomita process steps meets the 
product-by process limitations recited in instant claims 17-19 
and the process steps recited in instant claim 12. 

Tomita further discloses an image forming apparatus that 
meets the apparatus comprising a process cartridge as recited 
instant claim 17. The apparatus meets the apparatus components 
recited in instant claim 19. The Tomita apparatus comprises a 
process cartridge 10, which comprise a photoreceptor 11, a 
charger 12, and a developing unit 13. See Fig. 7 and 
paragraphs 0203-0204. Tomita further discloses that the 
developing unit comprises a toner container. Paragraph 02 05, 
lines 1-3. Tomita also discloses an imaging process that meets 
the steps recited in instant claim 18. Paragraph 0032. 

Applicant's arguments filed on May 31, 2005, have been 
fully considered but they are not persuasive. 

Applicants assert that Tomita is not prior art, because 
they have perfected their claim foreign priority under 35 U.S.C. 
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119 to Japanese patent application No. 2002-347478 by filing a 
verified English- language translation of said document on 
May 31, 2005. 

However, the translation does not provide an adequate 
written description of the subject matter recited in the instant 
claims 12 and 17-19 as required under 35 U.S.C. 112, first 
paragraph for the following reasons: 

(1) The steps recited in instant claim 12 lack antecedent 
basis in the translation. The translation at page 9, lines 3-8, 
discloses a method comprising the steps of "dissolving or 
dispersing a toner composition in an organic solvent to form a 
toner composition liquid and dispersing the toner composition 
liquid in an aqueous liquid. The aqueous liquid contains a 
binder resin including a modified polyester (i) and a carbon 
black which has a pH not greater than 7 . " The translation does 
not disclose the steps (A) to (E) recited in instant claim 12 . 
Applicants have not indicated where in the translation there is 
antecedent basis for the steps recited in instant claim 12. 

(2) The steps recited in instant claim 18 lack antecedent 
basis in the translation. The translation at page 10, 

lines 14-15, merely discloses "an image forming method, which is 
characterized by including the step of using the developer set 
froth [sic] in (11). " Applicants have not indicated where in the 
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translation there is antecedent basis for the steps recited in 
instant claim 18. 

(3) The structural components in the process cartridge and 
in the image forming apparatus recited in instant claims 17 
and 18, respectively, lack antecedent basis in the translation. 
The translation at page 10, lines 16-17, merely discloses "an 
image forming apparatus, which is characterized in that the 
toner set forth in (11) is installed therein. 7 ' Applicants have 

not indicated where in the translation there is antecedent basis 

i 

for the apparatus structural components recited in instant 
claims 17 and 19. 

Accordingly, applicants have not perfected their claim to 
foreign priority. Tomita remains as prior art with respect to 
instant claims 12 and 17-19. 

8. Claims 1-5, 11-13, 16, 18, and 19 are rejected under 35 
U.S.C. 103(a) as being unpatentable over US 6,852,462 B2 
(Emoto'462) combined with Japanese Patent 06-175403 (JP'403). 
See the USPTO English-language translation of JP'403 for cites. 

Emoto'462 discloses a toner comprising a binder resin 
comprising a modified polyester resin and an unmodified 
polyester resin - dead polymer (1) , a rice wax as the releasing 
agent, and a colorant. See example 3 at cols. 20 and 21. The 
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toner has a volume average particle size (Dv) of 4 . 9 urn, and a 
ratio of Dv/Dn (Dn is the number average particle size) of 1.14. 
The toner has a spindle shape which meets the shape limitations 
recited in instant claims 1 and 11. Col. 21, lines 41-42, and 
Table 2 at col. 25, example 3. The values of Dv and the ratio 
Dv/Dn are within the ranges recited in instant claims 1 and 11. 
The weight ratio of the urea-modified polyester to polyester 
resin is about 0.24, which is within the weight ratio range 
recited in instant claim 5. The weight ratio was determined by 
the information provided in example 3 of Emoto'4 62. Emoto'4 62 
also discloses that the toner can be used in a two-component 
developer comprising a carrier. Col. 18, lines 9-12. 

The Emoto'462 toner 3 is obtained by: (1) dispersing or 
dissolving a prepolymer comprising hydroxyl groups, the 
polyester resin, the colorant, and wax in an organic solvent to 
form an oil phase; (2) adding diphenylmethanediisocyanate, i.e., 
an active hydrogen compound, to the oil phase of step (1) ; 
(3) dispersing the mixture of step (2) in an aqueous medium, 
while reacting the diphenylmethanediisocyanate with the 
prepolymer to form spindle shaped toner particles; (4) removing 
the organic solvent from the dispersion of step (3); (5) washing 
the toner particles of step (4) ; and (6) drying the toner 
particles. Col. 21, lines 16-42. The Emoto'462 process steps 
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meets the product -by process limitations recited in instant 
claims 1 and 2 and the process steps recited in instant 
claim 12, but for the presence of the particular carbon black 
recited in the instant claims. 

Emoto'4 62 further discloses an image forming apparatus that 
meets the structural components recited in instant claim 19. 
See Fig. 1 and col. 18, lines 52-59. The image developer 4 in 
the Emoto'462 apparatus of Fig. 1 meets the structural 
limitation of a toner container recited in instant claim 16. 
Emoto'462 also discloses an imaging process that meets the steps 
recited in instant claim 18, but for the presence of the 
particular carbon black recited in instant claim 18. See 
reference claim 14. 

Emoto'462 does not exemplify a toner comprising the 
colorant carbon black having a pH of not greater than 7 as 
recited in instant claims 1 and 11. 

However, a carbon black having a pH of not greater than 7 
is well known in the toner prior art. JP'403 teaches a carbon 
black having an ultraviolet absorption of 0.03, a BET specific 
surface area of 126 m 2 /g, a DBP oil absorption of 100 ml/lOOg, 
and a pH of 3. See the JPO translation, paragraph 0020. 
According to JP'403, when a toner comprises such a carbon black 
as the toner colorant, the toner has improved toner charge rise 
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characteristics, and continuously provides images with stable 
image density with "no image smudging, e.g., blurring." The 
JP' 403 carbon black prevents toner scattering in the printer or 
copying machine. Translation, paragraph 0037. JP' 403 , further 
teaches that the use of "acidic" carbon black is desirable to 
improve the toner charge characteristics. The "acidic" carbon 
black has improved compatibility with the toner resin. 
Translation, paragraph 0013. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the teachings of JP' 403, to use the 
JP' 403 carbon black as the colorant in the toner of example 3 of 
Emoto'4 62. That person would have had a reasonable expectation 
of successfully of obtaining a toner, a developer, a toner 
container, an image forming process, and an image forming 
apparatus that continuously provide toner images with stable 
image density with no image smudging or toner scattering. 

Instant claims 3 and 4 are written in product -by-process 
format. Emoto'4 62 does not exemplify a toner obtained by the 
process steps recited in instant claims 3 and 4. However, as 
discussed supra , the toner rendered obvious over the combine 
teachings of Emoto'462 and JP'403 meets the toner limitations 
recited in instant claims 3 and 4. Thus, it appears that such a 
toner is the same or substantially the same as the toner made by 
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the process limitations recited in the instant claims. The 
burden is on applicants to prove otherwise. In re Marosi , 218 
USPQ 289 (Fed. Cir. 1983) and In re Thorpe , 227 USPQ 964 (Fed. 
Cir. 1985) . MPEP 2113 . 

9. Claims 1-5, 10, 11, 13, 16, 18, and 19 are provisionally 
rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-25 of 
copending Application No. 10/712,026 (Application' 026) in view 
of JP' 403 . See the USPTO translation of JP' 403 for cites. 

Reference claim 11, which depends from reference claim 8, 
which in turn depends on reference claim 1, recites a toner 
comprising a binder resin comprising a modified polyester resin 
and an unmodified polyester resin in a weight ratio of 5/95 to 
80/20, and a colorant. The binder resin meets the binder resin 
limitation recited in instant claims 1 and 5. Reference 
claim 14, which depends from reference claim 1, requires that 
the toner have a volume average particle size of 3.0 to 8.0 jam, 
which overlaps the range of 3 to 7 \im recited in instant 
claims 1 and 11, and a ratio of the volume average particle size 
(Dv) to the number average particle size (Dn) of 1.00 to 1.20. 
The ratio Dv/Dn of 1.00 to 1.20 is within the range of 1.00 to 
1.25 recited in instant claims 1 and 11. Reference claim 17, 
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which depends from reference claim 16, which in turn depends 
from reference claim 1, recites that the toner has the shape of 
a spindle as recited in instant claims 1 and 11 and claim 10. 
Reference claims 9 and 10, which both depend from reference 
claim 8, which depends from reference claim 1, require that the 
modified polyester resin be made by process steps that meet the 
product -by-process limitations recited in instant claims 1 
and 2. Reference claim 19 recites an imaging process comprising 
the steps of developing an electrostatic latent image on an 
image carrier with a toner, which is the same as the toner 
recited in reference claim 1, and transferring the toned image 
to a receiving member. Reference claim 21 recites a developing 
device that holds a toner, which is the same as the toner 
recited in reference claim 1. Reference claim 24 recites an 
image forming apparatus that comprises a photoconductor and a 
developing unit . 

Application' 026 does not recite that the colorant in the 
toner recited in reference claim 1 is a carbon black having a pH 
of not greater than 7 recited in instant claims 1 and 11. 

However, a carbon black having a pH of not greater than 7 
is well known in the toner prior art. JP'403 teaches a carbon 
having a pH of 3. The discussion of JP'403 in paragraph 8 above 
is incorporated herein by reference. 
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It would have been obvious for a person having ordinary 
skill in the art, in view of the subject matter recited in 
Application' 026 and the teachings of JP'403, to use the JP'403 
carbon black as the colorant in toner recited in 

Application' 026, and to adjust, through routine experimentation, 
the Dv and Dn of the toner, such that the resultant toner has a 
Dv and a ratio Dv/Dn as recited in the instant claims, because 
that person would have had a reasonable expectation of 
successfully of obtaining a toner, a toner container, an image 
forming process, and an image forming apparatus that 
continuously provide toner images and an image forming apparatus 
that continuously provide toner images with stable image density 
with no image smudging or toner scattering. 

Instant claims 3 and 4 are written in product -by-process 
format. The claims in Yagi'369 do not recite that the toner is 
obtained by the process steps recited in instant claims 3 and 4 . 
However, as discussed supra , the toner rendered obvious over the 
subject matter recited in Application' 026 combined with the 
teachings of JP'403 meets the toner limitations recited in 
instant claims 3 and 4. Thus, it appears that such a toner is 
the same or substantially the same as the toner made by the 
process limitations recited in the instant claims. The burden 
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is on applicants to prove otherwise. Marosi, supra ; Thorpe , 
supra ; MPEP 2113. 

Applicants' arguments filed on May 31, 2005, have been 
fully considered but they are not persuasive. 

Applicants state that since the only remaining rejection in 
the instant application is the above. provisional rejection, "the 
Examiner is requested to follow the procedure set forth in the 
MPEP and permit the present application to proceed to 
allowance/issue, and make any such rejection in the copending 
case as appropriate." 

However, the provisional obviousness -type double patenting 
rejection is not the only rejection remaining in the instant 
application. Furthermore, the examiner notes that a terminal 
disclaimer must be required, when the obviousness -type double 
patenting (ODP) rejection is over an earlier filed application 
before the ODP rejection can be withdrawn. See MPEP 14 90, page 
1400-95 (8 th edition, Rev. 2, May 2004) . Accordingly, because US 
application 10/712,026 was filed before the instant application, 
the provisional obviousness -type double patenting rejection over 
US application 10/712,026 stands. 

10. Claims 1-5, 10, 11, and 16-18 are provisionally rejected 
under the judicially created doctrine of obviousness -type double 



Application/Control Number: 10/724,150 Page 19 

Art Unit: 1756 

patenting as being unpatentable over claims 1-17, 24, and 25 of 
copending Application No. 10/645,804 (Application' 804 ) in view 
of Diamond, Handbook of Imaging Materials , pp. 168-169 (Diamond) 
and JP' 403 . See the USPTO translation of JP' 403 for cites. 

Reference claim 16, which depends from reference claim 1, 
recites a toner comprising toner particles comprising a binder 
resin, wherein the toner particles have a spindle form. The 
spindle form meets the toner form limitation recited in instant 
claims 1 and 11. Reference claim 17, which depends on reference 
claim 16, recites that the toner particles have an average major 
axis particle diameter rl, an average minor axis particle 
diameter r2 , and an average thickness r3, which satisfy the 
ratios recited in instant claim 10. Reference claim 14, which 
depends on reference claim 1, requires that the toner have a 
volume average particle size of 3.0 to 8.0 pm, which overlaps 
the range of 3 to 7 jam recited in instant claims 1 and 11, and a 
ratio of the volume average particle size (Dv) to the number 
average particle size (Dn) of 1.00 to 1.20. The ratio Dv/Dn of 
1.00 to 1.20 is within the range of 1.00 to 1.25 recited in 
instant claims 1 and 11. Reference claim 11, which depends from 
reference claim 8, which depends in turn from reference claim 1, 
requires that the binder resin comprise a modified polyester and 
an un-modified polyester in a weight ratio of 5:95 to 80:20, 
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which meets the binder compositional limitations recited in 
instant claims 1, 5, and 11. Reference claim 9, which depends 
on reference claim 8, requires that the toner be made by steps 
that meet the steps recited in instant claim 1 but for the 
presence of particular carbon black recited in instant claim 1. 
Reference claim 10, which depends from reference claim 9, which 
depends from reference claim 8, requires that the modified 
polyester resin be a polyester having "a urea bonding 7 ' which is 
obtained from a pre-polymer by the steps recited in instant 
claim 2 but for the presence of the particular carbon black 
recited in instant claim 2 . 

Reference claim 24 covers a process cartridge that meets 
the structural limitations recited in instant claim 17. The 
image developer, i.e., developing device, recited in reference 
claim 24 comprises a toner, which is the same toner recited in 
reference claim 1. The image developer also meets the 
structural limitation "a toner container" recited in instant 
claim 16. Reference claim 25 recites an image forming method 
comprising the steps of developing a latent electrostatic image 
on a photoconductor , i.e., image carrier, with a toner, which is 
the same toner recited in reference claim 1, and transferring 
the toner image to a recording medium. 
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It would have been obvious for a person having ordinary 
skill in the art, in view of the subject matter claimed in 
Application' 804 , to make and use a toner comprising the modified 
binder resin recited in reference claims 8-11, and to adjust, 
through routine experimentation, the Dv and Dn of the toner, 
such that the resultant toner has a Dv and a ratio Dv/Dn as 
recited in the instant claims. That person would have had a 
reasonable expectation of successfully of obtaining a toner, a 
toner container, a process cartridge, and an image forming 
method that are capable of providing toned images in an 
electrophotographic process. 

The claims of Application' 804 do not recite that the toner 
comprises the colorant carbon black as recited in instant 
claims 1 and 11. However, the use of color coloring agents has 
long been well known in the art. Diamond discloses that the 
most common colorant for toners is carbon black. Page 168, 
line 16. A carbon black having a pH of not greater than 7 is 
well known in the toner prior art. JP' 403 teaches a carbon 
black having a pH of 3. The discussion of JP'403 in paragraph 8 
above is incorporated herein by reference. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the subject matter recited in 
Application' 804 and the teachings in Diamond and JP'403, to use 
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the JP' 403 carbon black as the colorant in the toner rendered 
obvious over the subject matter recited in Application' 804 
because that person would have had a reasonable expectation of 
successfully of obtaining a toner, a toner container, a process 
cartridge, and an image forming process, that continuously 
provide toner images with stable image density and with no image 
smudging or toner scattering. 

Instant claims 3 and 4 are written in product -by-process 
format. The claims in Application' 804 do not recite that the 
toner is obtained by the process steps recited in instant 
claims 3 and 4. However, as discussed supra , the toner rendered 
obvious over the subject matter recited in Application' 804 
combined with the teachings of Diamond and JP'403 meets the 
toner limitations recited in instant claims 3 and 4. Thus, it 
appears that such a toner is the same or substantially the same 
as the toner made by the process limitations recited in the 
instant claims. The burden is on applicants to prove otherwise. 
Marosi, supra ; Thorpe , supra ; MPEP 2113. 

11. Claims 1-7, 10-13, and 16 are provisionally rejected under 
the judicially created doctrine of obviousness -type double 
patenting as being unpatentable over claims 1-27 of copending 
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Application No. 10/670,320 (Application' 320) in view of JP' 403 . 
See the USPTO translation of JP' 403 for cites. 

Reference claim 13, which depends from reference claim 1, 
recites a toner comprising a modified polyester resin, a second 
resin, and a colorant, wherein the toner has a spindle form. 
The spindle form meets the toner form limitation recited in 
instant claims 1 and 11. The toner is obtained by process steps 
that meet the steps recited in instant claims 1, 2, and 12, but 
for the presence of the particular carbon black recited in 
instant claims 1, 2, and 12. Reference claim 14, which depends 
on reference claim 13, recites that the toner particles have a 
average major axis particle diameter rl, an average minor axis 
particle diameter r2 , and an average thickness r3, which satisfy 
the ratios recited in instant claim 10. Reference claim 17, 
which depends from reference claim 1, requires that the toner 
have a volume average particle size ranging from 3 to 7 jam, 
which meets the particle size range recited in instant claims 1 
and 11. Reference claim 18, which depends on reference 
claim 17, requires that the toner have a ratio of the volume 
average particle size (Dv) to the number average particle size 
of not greater than 1.25, which meets the ratio range recited in 
instant claims 1 and 11. Reference claim 8, which depends from 
reference claim 1, further requires that the second resin be an 
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unmodified polyester resin present in a weight ratio that meets 
the weight ratio range recited in instant claim 5. Reference 
claim 9, which depends on reference claim 8, requires that the 
unmodified polyester resin have an acid value of 0.5 to 
40 mg KOH/g, which overlaps the range of 1 to 15 mg KOH/g 
recited in instant claim 6. Reference claim 19, which depends 
from reference claim 1, requires that the unmodified polyester 
resin have a peak molecular weight as recited in instant 
claim 7. Reference claim 27, which depends from reference 
claim 1, recites a developer comprising a carrier and the toner 
according to reference claim 1. Reference claim 25, which 
depends on reference claim 1, recites a toner container 
containing the toner of claim 1 . 

It would have been obvious for a person having ordinary 
skill in the art, in view of the subject matter claimed in 
Application' 320, to make and use a toner comprising the 
unmodified polyester resin in reference claims 8, 9, and 19, 
such that the unmodified polyester resin meets the limitations 
recited in instant claims 5, 6 and 7, and to adjust, through 
routine experimentation, the Dv and Dn of the toner, such that 
the resultant toner has a Dv and a ratio Dv/Dn as recited in the 
instant claims. That person would have had a reasonable 
expectation of successfully of obtaining a toner, a developer, a 
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method of making said toner, and a toner container that are 
capable of providing toned images in an electrophotographic 
process. 

The claims of Application' 320 do not recite that the 
colorant in the toner is a carbon black having a pH of not 
greater than 7 as recited in instant claims 1 and 11. However, 
a carbon black having a pH of not greater than 7 is well known 
in the toner prior art. JP' 403 teaches a carbon black having a 
pH of 3. The discussion of JP'403 in paragraph 8 above is 
incorporated herein by reference. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the subject matter recited in 
Application' 320 and the teachings in JP' 403, to use the JP'403 
carbon black as the colorant in toner rendered obvious over the 
subject matter recited in Application' 320 . That person would 
have had a reasonable expectation of successfully of obtaining a 
toner, a developer, a method of making said toner, and a toner 
container containing said toner that continuously provide toner 
images with stable image density with no image smudging or toner 
scattering. 

Instant claims 3 and 4 are written in product -by-process 
format. The claims in Application' 320 do not recite that the 
toner is obtained by the process steps recited in instant 
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claims 3 and 4. However, as discussed supra , the toner rendered 
obvious over the subject matter recited in Application' 320 
combined with the teachings of JPM03 meets the toner 
limitations recited in instant claims 3 and 4. Thus, it appears 
that such a toner is the same or substantially the same as the 
toner made by the process limitations recited in the instant 
claims. The burden is on applicants to prove otherwise. 
Marosi, supra ; Thorpe , supra ; MPEP 2113. 

12. Claims 1-5, 8, 10, 11, 13, and 16 are provisionally 
rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-17 of 
copending Application No. 10/724,260 (Application' 260 ) combined 
with JP'403. See the USPTO translation of JP' 403 for cites. 

Reference claim 13, which depends from reference claim 1, 
recites a toner comprising a first binder resin, a second binder 
resin, and a colorant, wherein -the toner has a spindle form. 
The first resin binder and the second resin binder are present 
in a weight ratio of the second resin binder to the first resin 
binder of 5/95 to 40/60. The first resin binder has a Tg of 40 
to 55°C. The spindle form meets the toner form recited in 
instant claims 1 and 11. The weight ratio meets the weight 
ratio recited in instant claim 5. Reference claim 4, which 
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depends on reference claim 1 requires that the first resin 
binder be a polyester resin. The polyester resin recited in 
reference claim 4 meets the polyester resin recited in instant 
claims 5 and 8. Reference claim 5, which depends from reference 
claim 1, requires that the second resin binder be a modified 
polyester resin, which meets the binder resin limitation recited 
in instant claims 1 and 11. Reference claim 14, which depends 
on reference claim 13, recites that the toner particles have a 
average major axis particle diameter rl, an average minor axis 
particle diameter r2, and an average thickness r3 , which satisfy 
the ratios recited in instant claim 10. Reference claim 6, 
which depends on reference claim 1, requires that the toner have 
a volume average particle size of 4 to 7 pm, which is within the 
particle size range of 3 to 7 jam recited in instant claims 1 
and 11. Reference claim 7, which depends on reference claim 6, 
requires that the toner have a ratio of the volume average 
particle size (Dv) to the number average particle size of 1.00 
to 1.20, which meets the ratio range recited in instant claims 1 
and 1 1 . 

Reference claim 15 recites a developer comprising a carrier 
and the toner according to reference claim 1. Reference 
claim 16 recites a container containing the toner according to 
reference claim 1. Reference claim 18 recites a method of 
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making the toner of reference claim 1 comprising the steps 
recited in instant claims 1 and 2, but for the presence of the 
carbon black recited in instant claims 1 and 2 . 

The claims of Application' 320 do not recite that the 
colorant in the toner is a carbon black having a pH of not 
greater than 7 as recited in instant claims 1 and 11. However, 
a carbon black having a pH of not greater than 7 is well known 
in the toner prior art. JP' 403 teaches a carbon black having a 
pH of 3. The discussion of JP' 403 in paragraph 8 above is 
incorporated herein by reference. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the subject matter recited in 
Application' 260 and the teachings in JP'403, to use the JP'403 
carbon black as the colorant in toner recited in 
Application' 260, the modified polyester resin and polyester 
resin recited in reference claims 5 and 18 and claim 4, 
respectively, as the second and first binder resins, and to 
adjust, through experimentation, the Dv and Dn of the toner, 
such that the resultant toner has a Dv and Dv/Dn as recited in 
the instant claims. That person would have had a reasonable 
expectation of successfully of obtaining a toner, a developer, 
and a toner container containing said toner that continuously 
provide toner images with stable image density with no image 
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smudging or toner scattering. 

Instant claims 3 and 4 are written in product -by-process 
format. The claims in Application' 260 do not recite that the 
toner is obtained by the process steps recited in instant 
claims 3 and 4. However, as discussed supra , the toner rendered 
obvious over the subject matter recited in Application' 260 
combined with the teachings of JP'403 meets the toner 
limitations recited in instant claims 3 and 4. Thus, it appears 
that such a toner is the same or substantially the same as the 
toner made by the process limitations recited in the instant 
claims. The burden is on applicants to prove otherwise. 
Marosi , supra ; Thorpe , supra ; MPEP 2113. 



13. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L. 
Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. Mark Huff, can be 
reached on (571) 272-1385. The central fax phone number is 
(571) 203-8300. 

Any inquiry regarding papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan, whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 



Application/Control Number: 10/724,150 
Art Unit: 1756 



Page 30 



access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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